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DETAILED ACTION 



1 . This action is the first on the merit of the instant application. 

2. Claims 1-21 have been cancelled. 

3. Claims 22-40 are pending in this action. 



Specification 

The title of the invention is not descriptive. A new title is required that 
is clearly indicative of the invention to which the claims are directed. 

The following title is suggested: A method for identifying a 
telecommunications device receiving capability. Furthermore, only the title 
of the invention should appear as a heading on the first page of the 
specification. All other characters provided above the title are not required. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the 

basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this title, if 
the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
. be negatived by the manner in which the invention was made. 

Claims 22-24, 29-32 and 37-40 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Yablon (WO 99/45687) in view of ITU-T 

Recommendation H.245, sections 5.2-5.9; (XP-002 199601), hereafter, The 

ITU-T Recommendation. 

As per claim 22: The preamble does not further limit the claim, and is 
considered as an intended use. Regarding the features of claim 22, Yablon 
teaches: 

signaling a call from a second telecommunications device (calling 
device) of a second telecommunications subscriber to a first 
telecommunications device of a first telecommunications subscriber 
(recipient device) (see fig. 16; page 23, lines 10-12). (Fig. 16) shows a 
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"Handshake", procedure for establishing a call between a first and a 
second telecommunication devices (see particularly step 1 : Handshake). 

transmitting subscriber data from the second telecommunications 
device to the first telecommunications device in accordance with the device 
information (see fig. 16; page 23, lines 10-23). (Fig. 16, steps 1 and 2) 
shows that subscriber data/information (device's capability) is determined 
(1 st step) and based on the determination, information is transmitted (2 nd 
step). Furthermore, the first and second devices exchange each other's 
device information bi-directionally (see fig. 16, 1 st and 2 nd steps). But, 
Yablon does not explicitly teach whether or not the information indicates a 
type of subscriber data that the first telecommunication device wants to 
receive, as claimed by applicant. However, in a related field of endeavor, 
the ITU-T recommendation teaches about a capability exchange wherein 
"the total capability of a terminal to receive and decode various signals is 
made known to the other terminal by transmission of its capability set (see 
entire document, particularly page 1, paragraphs 1-3). Therefore, it would 
have been obvious for one of ordinary skill in the art at the time the 
invention was made to modify the teaching of Yablon with the ITU-T 



Application/Control Number: 10/517,935 Page 5 

Art Unit: 2683 

Recommendation for the advantage of enabling a transmitting terminal to 
offer choice of preferred mod to a receiver (see page 1, 3 rd paragraph). 
As per claim 30: The preamble does not further limit the claim, and is 
considered as an intended use. Regarding the features of claim 30, Yablon 
teaches: 

signaling a call from a second telecommunications device of a 
second telecommunications subscriber to a first telecommunications device 
of a first telecommunications subscriber (see fig. 16; page 23, lines 10-23); 

transmitting subscriber data from the first telecommunications device 
(recipient device) to the second telecommunications device (calling device) 
in accordance with the device information (see fig. 16; page 23, lines 10- 
18). It is shown in (fig. 16, steps 1 and 2) that a calling device and the 
recipient device exchange information on their respective capabilities (step 
1 ) so as to enable actual transmission of information (subscriber data) (see 
second step) according to agreed upon protocol. Furthermore, devices' 
information (capability) is exchanged bi-directionally. But, Yablon does not 
explicitly teach whether or not the information indicates a type of subscriber 
data that the first telecommunication device wants to receive, as claimed by 
applicant. However, in a related field of endeavor, the ITU-T 



Application/Control Number: 10/517,935 Page 6 

Art Unit: 2683 

Recommendation teaches about a capability exchange wherein "the total 
capability of a terminal to receive and decode various signals is made 
known to the other terminal by transmission of its capability set (see entire 
document, particularly page 1, paragraphs 1-3). Motivation is same as 
provided in the rejection of claim 22. 

As per claim 38: The preamble does not further limit the claim and is 
considered as an intended use. Regarding the features of claim 38, Yablon 
teaches: 

a memory for storing subscriber data (see fig. 16; page 23, lines 5-9); 

a facility for receiving device information of a further 
telecommunications device (see fig. 16, steps 1 and 2; page 10-23); 
a facility for transmitting particular subscriber data from the memory to the 
further telecommunications device depending on the device information 
received (see fig. 16, steps 1 and 2; page 23, lines 10-23). Fig. 16 includes 
the facility; and the particular subscriber data (e.g. video) is determined 
based on handshake information exchanged between the two devices. But, 
Yablon does not explicitly teach about information, which indicates 
components of subscriber data that the telecommunications device wants 
to receive, as claimed by applicant. However, this differential feature is 
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taught by the ITU-T Recommendation (see page 1, paragraphs 1-5). 
Motivation is same as provided in the rejection of claim 22 above. 
As per claim 40: The preamble does not further limit the claim and is 
considered as an intended use. Regarding claim 40, Yblon teaches: 

a memory for storing device information (see fig. 16; page 23, lines 5- 

9); 

a facility for transferring the device information from the memory to 
the further telecommunications device (see fig. 16; page 23, lines 5-9). Fig. 
16 includes the facility/system. 

a facility for receiving subscriber data from the further 
telecommunications device depending on the device information 
transmitted (see fig. 16, the first and second steps; page 23, lines 10-23). 
Fig. 16 includes the facility/system; and transfer of information (subscriber 
data) is based on the handshake result between the calling and called 
parties. Furthermore, since, the system is bi-directional, data would have 
been transmitted from either device and received by the other. But, Yablon 
does not explicitly teach about information, which indicates a type of 
subscriber data that a further telecommunications device wants to receive, 
as claimed by applicant. However, this differential feature is taught by the 
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ITU-T Recommendation (see page 1, paragraphs 1-5). Motivation is same 
as provided in the rejection of claim 22 above. 

As per claim 23: Yablon teaches a method, wherein at least one of the of 
the first and second telecommunications devices stores transmission 
information which indicates which subscriber data has been transmitted 
from the other respective telecommunications device (see page 23, lines 
18-23; page 29, lines 9-20). The prior art identifies caller, electronic mail, 
text information, etc., which are transmission information. Furthermore, the 
preamble is considered as an intended use, since it does not further limit 
the claim. 

As per claim 31 : the feature of claim 31 is similar to the feature of claim 
23. Hence, claim 31 is rejected on the same ground and motivation as 
claim 23. 

As per claim 24: Yablon teaches a method, wherein the transmission 
information is transmitted from one telecommunications device to the other 
telecommunications device (see fig. 16; page 23, lines 10-15) with the 
subscriber data (see page 29, lines 9-20). The preamble is considered as 
an intended use. 
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As per claim 32: the feature of claim 32 is similar to the feature of claim 
24. Hence, claim 32 is rejected on the same ground and motivation as 
claim 24. 

As per claim 29: the ITU-T Recommendation teaches a method, wherein 
at least one of the first and second telecommunications devices stores 
release information which indicates which subscriber data should be 
transmitted to the respective other telecommunications device (see page 1 , 
paragraphs 1-3). Storing "release information" is obvious from the fact that 
information/which indicates, which subscriber data should be transmitted 
to the respective other telecommunications device is exchanged. 
As per claim 37: the feature of claim 37 is similar to the feature of claim 
29. Hence, claim 37 is rejected on the same ground and motivation as 
claim 29. 

As per claim 39: the feature of claim 39 is similar to the feature of claim 
23, with the exception of the feature, "a further memory" (additional 
memory), which is provided by Yablon (see page 23, lines 5-9). The 
preamble of claim 39 is considered as an intended use. Hence, claim 39 is 
rejected on the same ground and motivation as claim 23. 
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Claims 25, 27 and 33, 35 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over the references applied to claims 22 and 30 above, 
and further in view of Takahashi (US 5,592,546). 
As per claim 25: while the preamble of claim 25 is considered as an 
intended use, the above references do not explicitly teach about a method, 
wherein the transmission information is assigned historical data, which 
references the transmitted subscriber data, as claimed by applicant. 
However, in a related field of endeavor (telecommunications device), 
Takahashi teaches about a telephone number retrieval function by using 
historical information, wherein the technique/method includes a memory for 
registering remote terminal name and telephone number pairs, in the order 
of time the respective pairs have been registered, together with respective 
identification numbers relevant to the respective pairs (the identification 
- numbers being assigned to the respective information pairs according to 
historical sequence in which the pairs are registered therein), including sort 
table for storing therein the above identification numbers in the alphabetical 
order with respective registered names; a transmission/reception history 
area for storing therein information including the remote terminal telephone 
numbers used for transmission/reception operations using memory dialing 
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method and usage order table for storing information concerning the 
frequencies with which the respective pairs have been used in the 
transmission/reception (see fig. 2, particularly box 7; abstract; col. 3, lines 
16-44; col. 10, lines 14-28). Therefore, it would have been obvious for one 
of ordinary skill in the art at the time the invention was made to further 
modify the above references for the advantage of improving memory- 
dialing efficiency (see col. 3, lines 14-15), a feature which telephone 
devices are known to have. 

As per claim 33: the feature of claim 33 is similar to the feature of claim 
25. Hence, claim 33 is rejected on the same ground and motivation as 
claim 23. 

As per claim 27: while the preamble of claim 27 is considered as non- 
limiting, Takahashi teaches a method, wherein the subscriber data to be 
transmitted is referenced to current historical data (see col. abstract; col. 3, 
lines 20-44). 

As per claim 35: the feature of claim 35 is similar to the feature of claim 
27. Hence, claim 35 is rejected on the same ground and motivation as 
claim 27. 
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Allowable Subject Matter 

Claims 26, 28, 34 and 36 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Meless N. Zewdu whose 
telephone number is (571) 272-7873. The examiner can normally be 
reached on 8:30 am to 5:00 pm.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, William Trost can be reached on (571) 272-7872. 
The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
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information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is (571 ) 272-2600. 



Meless zewdu 




Examiner 



02 September 2005 



